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DETAILED ACTION 

1 . This action is responsive to communications through the applicant's amendment, 
filed on 6/15/2005 and Request for Continued Examination (RCE) filed on 7/14/2005. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 43, 47-49, 50-53 and 54 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. 

Regarding independent claim 43, the claimed subject matter, an apparatus, does 
not contain a computer component to be recognized as a computer related invention, 
and therefore it cannot produce a concrete, useful, and tangible result. The claimed 
invention is not supported by either an asserted utility or a well established utility, 
containing the claimed "acquisition unit", "search unit" and "output unit". 

Claim 43 is also rejected under 35 U.S.C. 112, first paragraph. Specifically, since 
the claimed invention is not supported by either an "acquisition unit", a "search unit" and 
an "output unit" asserted utility or a well established utility for the reasons set forth 
above, one skilled in the art clearly would not know how to use the claimed invention. 

Regarding independent claim 50, the claimed subject matter, a method, is 
nonstatutory because a method lacks assured results unless the method is tangibly 
embodied on a computer-readable medium. The language of the claim raises a 
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question as to whether the claim is directed merely to an abstract idea that is not tied to 
a technological art, environment or machine which would result in a practical application 
producing a concrete, useful, and tangible result to form the basis of statutory subject 
matter under 35 U.S.C. 101 . 

The claimed method consists solely of the manipulation of an abstract idea. A 
process that consists solely of the manipulation of an abstract idea is not concrete or 
tangible. See In re Warmerdam, 33 F.3d 1354, 1360, 31 USPQ2d 1754, 1759 (Fed. 
Cir. 1994). See also Schrader, 22 F.3d at 295, 30 USPQ2d at 1459. The claim is 
devoid of any limitation to a practical application in the technological arts, and hence 
non-statutory. 

For such subject matter to be statutory, the claimed method must be limited to a 
practical application of the abstract idea in the technological arts. A claim is limited to a 
practical application when the method, as claimed, produces a concrete, tangible and 
useful result; i.e., the method recites a step or act of producing something that is 
concrete, tangible and useful. See AT &T, 172 F.3d at 1358, 50 USPQ2d at 1452. 

The examiner suggests that the claimed "method" be amended to read, " method 
tangibly embodied on a computer-readable medium". 

Regarding independent claim 54, the claimed subject matter, a system, is not 
tangibly embodied in a computer-readable medium, nor does it contain a computer 
component to be recognized as a computer related invention, and therefore it cannot 
produce a concrete, useful, and tangible result. The claimed invention is not supported 
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by either an asserted utility or a well established utility, containing the claimed "storing 
unit". 

Claim 54 is also rejected under 35 U.S.C. 112, first paragraph. Specifically, since 
the claimed invention is not supported by either a "storing unit" asserted utility or a well 
established utility for the reasons set forth above, one skilled in the art clearly would not 
know how to use the claimed invention. 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

4. Claims 43, 47-49, and 54 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. 

In independent claim 43, the claimed subject matters, "acquisition unit", "search 
unit" and "output unit" are not supported in the specification. 

In independent claim 54, the claimed subject matters, "a first storing unit" and "a 
second storing unit" are not supported in the specification. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 39-44, 47-54 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Bowman et al., "Bowman" (U.S. Patent No. 6,006,225). 

With respect to claim 39, Bowman discloses a method ... comprising: 

a first storing step, of storing a first information associated with an identification 

associated with an identification code in a database (Abstract and col. 2, line 47 - col. 3, 

line 5); 

a second storing step of storing a second information associated with a keyword 
in a second database (col. 5, lines 26-28,, "The query server 132 includes a related 
term selection process 139 which identifies related query terms based on query term 
correlation data stored in a correlation table"); 

a first search step, of searching said first database for first information 
corresponding to an inputted identification code, wherein the first information has a 
keyword (col. 14, lines 13-31 and Figure 9, wherein "OUTDOOR TRAIL" is equivalent to 
an inputted identification code and the retrieved result set of "OUTDOOR TRAIL-BIKE", 
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"OUTDOOR TRAIL-SPORTS" and "OUTDOOR TRAIL-VACATION" is equivalent to the 
first information, wherein the first information has a key word, (for example BIKE)); 

a second search step, of searching said second database for second information 
based on the keyword of the first information searched by said first search step (col. 14, 
lines 13-31, particularly, lines 26-28, "...the query server 132 automatically selects the 
related term at the top of related terms list (such as the term "bike" in the FIG. 9 
example), and searches the query result to identify a subset of query result items that 
include this related term", wherein searching for second information is based on the 
keyword "bike"); and 

an output step, of outputting the first information searched by said first step and 
the second information searched by said second search step together as being visible 
information (Figure 9, wherein the display includes both the first information and the 
second information). 

Claim 40 is rejected for the reasons set forth hereinabove for claim 39 and 
furthermore Bowman discloses a method wherein the first information has a weight 
value, and said second search step is executed based on the keyword of the searched 
information and in consideration of the weight value of the keyword (col. 12, lines 42- 
67). 

Claim 41 is rejected for the reasons set forth hereinabove for claim 39 and 
furthermore Bowman discloses a method wherein said second search step is executed 
when an output layout of content of the searched first information is determined (See for 
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example: Fig. 9, wherein the determination of an output layout of the searched first 
information is inherent in order for this information to be displayed). 

Claim 42 is rejected for the reasons set forth hereinabove for claim 39 and 
furthermore Bowman discloses a method wherein said second search step is executed 
based on the keyword of the searched first information and in consideration of at least 
property information of a user who inputs the identification code or device property 
information of an output device, which is used to output content of the searched first 
information and content of the searched second information together (col. 12, lines 2- 
12). 

Claim 43 is rejected on grounds corresponding to the reasons given above for 
claim 39 and furthermore Bowman discloses an apparatus comprising an acquisition 
unit adapted to acquire an identification code (col. 14, lines 13-15, 'FIG. 9 illustrates a 
sample query result page 900 in which a user has performed a subject field search on 
the terms "OUTDOOR TRAIL"', wherein the term "OUTDOOR TRAIL" is equivalent to 
an identification code); 

Claims 47-49 are rejected on grounds corresponding to the reasons given above 
for claims 40-42. 

Claim 44 is rejected on grounds corresponding to the reasons given above for 
claim 43. 
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Claims 50-53 are rejected on grounds corresponding to the reasons given above 
for claims 43, 47-49. 

Claim 54 is rejected on grounds corresponding to the reasons given above for 
claim 39. 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 39-44, 47-54 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Morimoto et al., "Morimoto" (European Patent No. 343918). 

With respect to claim 39, Morimoto discloses a method ... comprising: 
a first storing step, of storing a first information associated with an identification 
associated with an identification code in a database, (Figure 3a, Data "b", wherein the 
"X" is an identification code used to identify the phone number of company X ); 

a second storing step of storing a second information associated with a keyword 
in a database (col. 4, lines 9-12, "The data-storing unit 14 is a data base that stores the 
data input by means of the input unit 1 1 . The unit 14 stores such data on the basis of 
keywords"); 

a first search step, of searching said first database for first information 
corresponding to an inputted identification code, wherein the first information has a 
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keyword (col. 5, lines 7-45, "... First, the keyword "A" is input ... Next, the data 
retrieval-controlling unit 15 retrieves the datum "a" of FIGURE 3a having the keyword 
"A" which has been stored in the keyword memory ... Thereafter, keywords associated 
with the datum "a" are extracted by the keyword-extracting unit ..."); 

a second search step, of searching said database for second information based 
on the keyword of the first information searched by said first search step (col. 5, lines 
42-50, "... The operations of Step 4 through Step 7 are continuously performed until all 
the data having the keyword "X" are extracted (Step 8). After the continuous retrieval of 
the keyword "X" in Step 8. the datum "b" of FIGURE 3a can be extracted"; col. 6, lines 
1-3, 'Next, the apparatus retrieves data on the basis of the keyword "X", and obtains the 
datum "b"'; col. 6, lines 20-25, "... the retrieval operations of relational data are 
performed twice. Specifically, the second retrieval is performed on the basis of the 
keyword "X" included in the datum "a" which has been extracted by the first retrieval"); 
and 

an output step, of outputting the first information searched by said first step and 
the second information searched by said second search step together as being visible 
information (col. 6, lines 9-12, "After the completion of the prescribed data retrieval, the 
display unit 12 displays the data "a" and "b" to which flags are added as the result of 
retrieval"). 

Morimoto does not explicitly teach the use of "a second database" to store 
information. However, it is obvious to modify Morimoto reference to use a second 
database to store a second information, since the first information and the second 
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information are structurally similar, both containing identification information and 
corresponding data. To store them both in one database or any number of databases is 
just a design choice as taught in Morimoto that obviously, numerous additional 
modifications and variations of the present invention are possible in light of the above 
teachings (col. 7, lines 12-14). 

It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to use a second database to store a second information as taught 
by Morimoto. For example: Data "a" and Data "b" in Figure 3a may very well be stored 
in two separate database. To store them both in one database or in any number of 
databases is just a design choice as taught in Morimoto that obviously, numerous 
additional modifications and variations of the present invention are possible in light of 
the above teachings (col. 7, lines 12-14) One of ordinary skill in the art would be 
motivated to make the aforementioned combination with reasonable expectation of 
success. 

Claim 43 is rejected on grounds corresponding to the reasons given above for 
claim 39 and furthermore Morimoto discloses an apparatus comprising an acquisition 
unit adapted to acquire an identification code (col. 4, lines 6-9, "The input unit 1 1 inputs 
data and keywords associated therewith. Further, the unit 1 1 inputs commands for 
designating keywords of data to be retrieved, and for executing such retrieval", wherein 
"keywords" are equivalent to identification codes); 

Claims 44, 50 are rejected on grounds corresponding to the reasons given above 
for claim 43. 



Application/Control Number: 09/547,397 
Art Unit: 2162 



Page 1 1 



Claim 54 is rejected on grounds corresponding to the reasons given above for 
claim 39. 

Response to Arguments 

9. Applicant's amendments in response to the rejection of claims 43 and 50 under 
35 U.S.C. 101 in the previous office action have been fully considered but the 
amendment does not overcome the 101 rejection based on reasons stated above in this 
office action. 

10. Applicant's arguments regarding all pending claims that Bowman does not make 
a second search as set out in the claims and that in particular, Bowman does not 
perform searching such as a search on the keyword "bike" in the search result of the 
"outdoor trail-bike", have been fully considered but they are not persuasive. As reasons 
stated for claim 39 in this office action, Bowman teaches the first search step, as is 
acknowledged by the applicant (on page 9, paragraph 2 of the applicant's remarks). In 
the example taught in Bowman, col. 14, lines 13-31 and Figure 9, "OUTDOOR TRAIL" 
is equivalent to an inputted identification code and the retrieved result set of 
"OUTDOOR TRAIL-BIKE", "OUTDOOR TRAIL-SPORTS" and "OUTDOOR TRAIL- 
VACATION" is equivalent to the first information, wherein the first information has a key 
word, (for example BIKE)). A second step of search based oh the keyword "bike" is 
taught in two different embodiments. The first embodiment is a manual step disclosed 
in col. 14, lines 18-22, "If the user clicks on the hyperlink "OUTDOOR TRAIL-BIKE," the 
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search engine will perform a search using the terms "S-OUTDOOR," "S-TRAIL," and "S- 
BIKE," and will then return the associated items. The second embodiment is an 
automatic step disclosed in col. 14-31 , lines 24-31 , "Any of a variety of additional 
techniques can be used in combination with this hyperlink-based interface. For 
example, in one embodiment, the query server 132 automatically selects the related 
term at the top of related terms list (such as the term "bike" in the FIG. 9 example), and 
searches the query result to identify a subset of query result items that include this 
related term". Therefore the Examiner maintains that the Bowman does teach a second 
search as set out in the claims as claimed in the applicant's invention. 

1 1 . Furthermore, new grounds of rejection have been applied in view of additional 
prior art being located. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to GWEN LIANG whose telephone number is 571-272- 
4038. The examiner can normally be reached on 12:00 P.M. - 8:30 P.M. Monday and 
Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, JOHN BREENE can be reached on 571-272-4107. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 

15 August 2005 
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